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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 

forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 03/09/2009 has 
been entered. 

Response to Amendment 

2. This action is responsive to an amendment filed on 03/09/2009. Claims 1-20 are pending. 

Response to Arguments 

3. Applicant's arguments filed on 03/09/2009 Remarks have been fully considered but are 
moot in view of the new ground(s) of rejection which is deemed appropriate to address all of the 
needs at this time. 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
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F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 1-20 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-20 of U.S. Patent No. 7,460,658. Because claims 
in the co-pending application are broader than the ones in patent, In re Van Ornum and Stang, 
214 USPQT61 , broad claims in the co-pending application are rejected as obvious double 
patenting over previously patented narrow claims. For example, claim 1 of the pending 
application is the same as claim 1 of the patent except that receiving indications provided to the 
packet data network of at which of the first and at least second locations at which the user selects 
to communicate by way of the first telephonic network. Therefore, claim 1 of the pending 
application is broader than claim 1 of the patent. 



Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 1 0/6 1 2,47 1 
Art Unit: 2614 



Page 4 



7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. Claims 1-5, 12, 13 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Staples et al. (U.S. Patent No. 5,889,845) in view of Cho (U.S. Pub. No. 2003/0165145). 

Regarding claims 1 and 12, with respect to Figures 1-5, 12-20, Staples teaches in a 
communication network having at least a co-worker telephone instrument 122 in Fig.3 [i.e., first 
calling station] connected to a PBX 1 12 in Fig.3 [i.e., first telephonic network] and a service-user 
calling station connected to a network including virtual presence server 1 06 and corporate LAN 
114 in Fig.3 [i.e., packet-based network] (col.5, lines 17-27, 37-47, col.7, lines 37-46), an 
improvement of an assembly for facilitating call connection between the first calling station and 
the service-user calling station, the service-user calling station having at least a first virtual 
calling-station identity in the first telephonic network such that the service-user calling station 
appears virtually resident in the first telephonic network (col. 3, lines 31-40, col. 10, lines 14-24), 
said assembly comprising: 
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a virtual-location indexer embodied at the packet-based network, said indexer for 
indexing remote user identification [i.e., first virtual calling-station identity of the service-user 
calling station] and security information (col.2, lines 55-60); 

However, Staples does not specifically teach indexing together the at least the first virtual 
calling-station identity with a selected packet-based-network identity of the service-user calling 
station. In otherword, Staples does not specifically teach the first virtual calling-station identity 
of the service-user calling station corresponding a selected packet-based-network identity of the 
service-user calling station. Cho teaches the first virtual calling-station identity of the service- 
user calling station corresponding a selected packet-based-network identity of the service-user 
calling station (fig. 1 ; page 2, paragraph 0019, page 5, paragraph 0049). Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify Staples to 
incorporate the feature of the first virtual calling-station identity of the service-user calling 
station corresponding a selected packet-based-network identity of the service-user calling station 
in Staples's invention as taught by Cho. The motivation for the modification is to do so in order 
to connect a call over a data network from a circuit switch network without making any 
significant delay. 

Staples further teaches the packet-based-network identity associated with logical 
connection of the service-user calling station to the packet data network and the virtual calling- 
station identity associated with a virtual residency location of the service-user calling station in 
the first telephonic network, and said indexer accessed pursuant to call routing of a call between 
the first calling station and the service-user calling station to permit effectuation of the call 
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connection therebetween, wherein the call connection is local to the first telephonic network 
(col.2, line 55-col.3, line 10, col.6, lines 39-48). 

Regarding claim 2, Staples, as applied to claim 1, teaches that the service-user calling 
station is logically connectable to the packet data network at any of a corporate office [i.e., first 
logical location] and at least a home location [i.e., second logical location] and wherein the 
selected packet-based-network identity of the service-user calling station is associated with a 
selected one of the first logical location and the second logical location at which the service-user 
calling station is connected to the packet data network (fig. 3; col.2, line 55-col.3, line 10). 

Regarding claim 3, Staples, as applied to claim 2, teaches that the service-user calling 
station is moveable, separately connectable at the first logical location and at the at least the 
second logical location, and wherein the selected packet-based network identity indexed together 
by said virtual location indexer is updateable responsive to movement and connection of the 
service-user calling station separately at the first logical location and at the at least the second 
logical location (col.2, line 55-col.3, line 10, lines 31-40). 

However, Staples in view of Cho does not specifically teach whether the index is 
updateable. Examiner takes official notice that updating index is well known in the art. Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Staples in view of Cho to incorporate the feature of updating an index in Staples 's 
invention in view of Cho's invention in order to keep the index updated such that any calls 
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routed for an intended remote access user can easily be routed to his current location based on 
the updated information. 

Regarding claim 4, Staples, as applied to claim 1 , teaches that the packet data network 
comprises a presence server [i.e., proxy server] and wherein said virtual location indexer is 
embodied at the proxy server (fig.3; col.2, line 55-col.3, line 10). 

Regarding claim 5, Staples, as applied to claim 1, teaches that the packet-based-network 
identity of the service-user calling station indexed by said virtual location indexer comprises an 
IP-address (fig.3; col.2, line 55-col.3, line 10). 

Regarding claim 13, Staples, as applied to claim 12, teaches that the operation of 
initiating a call by the first communication station to the service-user calling station through 
entry of indicia of a selected one of the at least the first calling-station identity (col.2, line 55- 
col.3, line 10). 

Claim 16 is rejected for the same reasons as discussed above with respect to claim 3. 
Furthermore, Staples, as applied to claim 12, teaches that the service-user calling station is 
logically connectable to the packet data network at any of a first logical location and at least a 
second logical location and wherein said method further comprises the index formed during said 
operation of indexing when the service-user calling station is reconnected out of one of the first 
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and at least second logical locations and connected into another one of the first and at least 
second logical locations (col.2, line 55-col.3, line 10, lines 31-40). 

Regarding claim 17, Staples, as applied to claim 16, teaches that the packet data network 
comprises a proxy server and wherein the index formed during said operation of indexing is 
embodied at the proxy server (col.2, line 55-col.3, line 10, lines 31-40). 

Regarding claim 18, Staples, as applied to claim 12, teaches that the at least the first 
virtual calling station identity comprises the first calling station identity and at least a second 
virtual calling station identity and wherein the index formed during said operation of indexing 
indexes all of the first and at least second virtual calling stations together with the selected 
packet-based network identity (col.2, line 55-col.3, line 10, lines 31-40). 

9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Staples et al. in 
view of Cho further in view of Singh et al. (U.S. Pub. No. 2007/0274474). 

Regarding claim 6, Staples, as applied to claim 5, teaches that the service-user calling 
station operates pursuant to an SIP (session initiation protocol) and wherein the packet-based- 
network identity of the service-user calling station indexed by said virtual location indexer 
comprises a SIP IP-address (col.2, line 55-col.3, line 10, lines 31-40). 

However, Staples in view of Cho does not specifically teach operating pursuant to an SIP 
(session initiation protocol) and indexer comprising a SIP IP-address. Singh teaches that 



Application/Control Number: 1 0/6 1 2,47 1 Page 9 

Art Unit: 2614 

operating pursuant to an SIP (session initiation protocol) and indexer comprising a SIP IP- 
address (page 2, paragraph 0025). Thus, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Staples in view of Cho to incorporate the 
feature of operating pursuant to an SIP (session initiation protocol) and indexer comprising a SIP 
IP-address in Staples's invention in view of Cho's invention as taught by Singh. The motivation 
for the modification is to do so in order to establish an internet session using a SIP protocol such 
that users can get benefit from unified messaging services on a SIP based system. 

10. Claims 7-10, 14, 15, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Staples in view of Cho further in view of Koch et al. (U.S. Pub. No. 2004/0234061). 

Regarding claims 7 and 14, Staples, as applied to claims 1 and 13, teaches that the packet- 
based-network further comprises a presence server that couples the first telephonic network 
together with the packet-based network wherein a call to the service-user calling station by the 
first calling station is routed to the presence server and wherein said presence server accesses 
said virtual location indexer to obtain the selected packet-based network identity of the service- 
user calling station to route the call thereto (fig.3; col.2, line 55-col.3, line 10). 

However, Staples in view of Cho does not specifically teach that the packet-based- 
network further comprises a gateway, wherein a call is routed to the gateway and wherein said 
gateway accesses said virtual location indexer. Koch teaches that the packet-based-network 
further comprises a gateway, wherein a call is routed to the gateway and wherein said gateway 
accesses said virtual location indexer (fig.8; page 8, paragraph 0106). Thus, it would have been 
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obvious to one of ordinary skill in the art at the time the invention was made to modify Staples in 
view of Cho to incorporate the gateway in Staples's invention in view of Cho's invention as 
taught by Koch for accessing the virtual location indexer and routing a call. The motivation for 
the modification is to do so in order to access a database through the gateway such that routing a 
call from telephony network to internet based network can be achieved. 

Regarding claims 8, 15 and 20, Staples in view of Cho, as applied to claims 7, 14 and 19, 
does not specifically teach that the first telephonic network comprises a service control point, 
wherein the gateway is identified by a gateway address, wherein the call to the service-user 
calling station by the first calling station is caused to be routed by the service control point to the 
gateway. Koch teaches the first telephonic network comprises a service control point, wherein 
the gateway is identified by a gateway address, wherein the call to the service-user calling station 
by the first calling station is caused to be routed by the service control point to the gateway 
(fig. 8; page 8, paragraph 0106). Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Staples in view of Cho to incorporate the 
feature of the first telephonic network comprising a service control point, wherein the gateway is 
identified by a gateway address, wherein the call to the service-user calling station by the first 
calling station is caused to be routed by the service control point to the gateway in Staples's 
invention in view of Cho's invention as taught by Koch. The motivation for the modification is 
to do so in order to process a call by determining routing information to route the call. 
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Regarding claims 9 and 19, Staples, as applied to claims 8 and 17, teaches that the call to 
the service-user calling station is initiated by the first calling station through entry thereat of the 
first virtual calling-station identity and wherein the assembly further comprises a database (col. 2, 
line 55-col.3, line 10). 

However, Staples in view of Cho does not specifically teach that a database embodied at 
the service control point, the database comprising a map that maps the first virtual calling-station 
identity together with the gateway address. Koch teaches that a database embodied at the service 
control point, the database comprising a map that maps the first virtual calling-station identity 
together with the gateway address (fig. 8; page 8, paragraph 0106). Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify Staples in 
view of Cho to incorporate a database embodied at the service control point, the database 
comprising a map that maps the first virtual calling-station identity together with the gateway 
address in Staples's invention in view of Cho's invention as taught by Koch. The motivation for 
the modification is to do so in order to determine routing information to route a call. 

Regarding claim 10, Staples, as applied to claim 9, teaches that the at least the first virtual 
calling-station identity of the service-user calling station comprises the first virtual calling- 
station identity and at least a second virtual calling-station identity (col. 2, line 55-col.3, line 10). 

However, Staples in view of Cho does not specifically teach that the map formed of said 
database maps all of the first and at least second calling-station identities of the service-user 
calling station together with the gateway address. Koch teaches that the map formed of said 
database maps all of the first and at least second calling-station identities of the service-user 
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calling station together with the gateway address (fig.8; page 8, paragraph 0106). Thus, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Staples in view of Cho to incorporate the map formed of said database maps all of the 
first and at least second calling-station identities of the service-user calling station together with 
the gateway address in Staples's invention in view of Cho's invention as taught by Koch. The 
motivation for the modification is to do so in order to determine routing information to route a 
call from a caller to a called party. 

11. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Staples et al. in 
view of Cho further in view of Himbeault et al. (U.S. Patent No. 6,71 1,155). 

Regarding claim 11, Staples, as applied to claim 1, teaches that the first telephonic 
network comprises a PBX switch and wherein a call placed by the first calling station to the 
service-user calling station is routed by the PBX switch to the packet data network and wherein, 
once delivered to the packet data network, the selected packet-based-network identity indexed 
together at said virtual location indexer is determined, and the call is routed thereto (col. 2, line 
55-col.3, line 10, lines 31-40). 

However, Staples in view of Cho does not specifically teach that the first telephonic 
network comprises a TDM (time division multiplexed) network having a TDM switch. 
Himbeault teaches that the first telephonic network comprises a TDM (time division 
multiplexed) network having a TDM switch (abstract; col.l, lines 38-47, col.2, lines 16-26). 
Thus, it would have been obvious to one of ordinary skill in the art at the time the invention was 
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made to modify Staples in view of Cho to incorporate a TDM (time division multiplexed) 
network having a TDM switch in the first telephonic network in Staples 's invention in view of 
Cho's invention as taught by Himbeault. The motivation for the modification is to do so in order 
to carry timing information for achieving synchronization. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MD S. ELAHEE whose telephone number is (571)272-7536. 
The examiner can normally be reached on Mon to Fri from 9:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/MD S ELAHEE/ 

MD SHAFIUL ALAM ELAHEE 

Primary Examiner 

Art Unit 2614 

May 26, 2009 



